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WALTZ, Adm nistrative Patent Judge.

DECI SI ON ON APPEAL
This is a decision on an appeal under 35 U. S.C. § 134
fromthe examner’s final rejection of clains 1 through 4, 6
t hrough 10, 12 through 16 and 22.! The remaining clains in

this

'Appel | ants’ amendnent to claims 13 and 15 filed subsequent to the fina
rejection was entered by the exam ner (see the anendnent dated Mar. 20, 1997,
Paper No. 13, entered as per the Advisory Action dated Apr. 8, 1997, Paper No.
14).
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application are clainms 17 through 20, which stand all owed by

t he

exam ner (see the Advisory Action dated June 19, 1997, Paper
No. 17, pages 1-2).

According to appellants, the invention is directed to an
i magi ng nmenber conprising a charge generation |ayer and a
contiguous charge transport |ayer where the transport |ayer
conpri ses specified diam ne and net hane conmpounds, with
addition of the nethane conpound reducing or elimnating inage
blurring and significantly reduci ng squeak caused by cl eaning
of the inmage nenber drumwith a cleaning blade (Brief, page
2). Appel l ants state that the clains
shoul d be grouped in two groups and “the rejected clains
wi thin each Goup will stand or fall together.” Brief, page
3. Appellants present reasonably specific, substantive
reasons for the separate patentability of each group (Brief,
pages 5-12). Accordingly, we select claiml fromGoup | and
claim13 from Goup Il and decide this appeal as to the ground
of rejection on the basis of these clains alone, to the extent
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the clains are separately argued by appellants. See 37 CFR 8§
1.192(c)(7)(1995). A copy of illustrative clainms 1 and 13 is

attached as an Appendi x to this decision.

The exam ner has relied upon the follow ng references as

evi dence of obvi ousness:

Pai et al. (Pai) 4,297, 425 Cct. 27, 1981
i et al. (i) 4, 825, 249 Apr. 25, 1989
Frankel et al. (Frankel) 5,117, 264 May 26, 1992

Bor senberger et al. (Borsenberger), Organic Photoreceptors for
| magi ng Systens, 6-17, 181-195 and 200-201, Marcel Dekker,
Inc., New York, 1993.

Clainms 1-4, 6-10, 12-16 and 22 stand rejected under

35 U.S.C. 8 103 as unpatentable over Pai in view of

Bor senberger and ki or Frankel (Answer, page 4).2 W affirm

’The exani ner incorrectly lists clains 17-20 as rejected clainms and
omts previously rejected claim?22 in the stated rejection on page 4 of the
Answer. However, in view of the Advisory Action dated June 19, 1997, Paper
No. 17, listing clains 17-20 as all owed, appellants’ correct listing of the
clainms allowed and rejected (Brief, page 1, part c), and the exam ner’s
correct listing of the clains on page 2, part (7), of the Answer, we deemthe
exam ner’s error on page 4 of the Answer harnless. Accordingly, the clainms in
the rejection before us are clains 1-4, 6-10, 12-16 and 22.

3
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the examner’'s rejection essentially for the reasons set forth
in the Answer and the reasons bel ow.
OPI NI ON
The exam ner finds that Pai discloses an i magi ng nenber
having a charge generating | ayer overcoated with a charge

transport |ayer where this transport |ayer includes a

N, N - di phenyl -N, N - bi s(3-net hyl phenyl )-(1, 1' - bi phenyl )-4, 4" -
di am ne (the diam ne conpound) and bi s(4-diethyl am no- 2-
met hyl phenyl ) phenyl net hane (the net hane conpound) in a
pol ycarbonate resin (Answer, page 4). The exam ner further
finds that Pai teaches the addition of the nmethane conpound
for reduction of the “cycle down” problem caused by exposure
to U light, with use of any anmount of the conpounds that
permt reduction of the effect of UV Iight on the inmaging
menber al though the preferred ratiois fromO0.0005:1 to 0.1:1
(id.).

The exam ner finds that Pai does not disclose the imaging
menber in cylindrical [drum formin a systemwth a cl eaning

bl ade, as required by claim1 on appeal (Answer, page 5).
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Accordi ngly, the exam ner applies Borsenberger for the
di scl osure of xerographic processes where the photoreceptor is
in the formof a drum and cl eaned by bl ades (id.).?3

For the Group | clains, the exam ner concludes that it
woul d have been obvious to use the imagi ng nenber of Pai in

the system

di scl osed by Borsenberger because it is a known and
comercially used construction (id.). For the Goup |

cl aims, the exam ner

concludes that it woul d have been obvious to optim ze the
anount of di am ne and met hane conpounds needed in order to
achieve the results desired by Pai, noting that there is only
a slight variation between the preferred upper limt of Pai
(0.1:1) and the lower Iimt of claim1l3 on appeal (at |east
0.12:1)(see the Answer, page 6). W agree.

Appel  ants argue that Pai does not teach the inmaging

*The exani ner applies Cki and Frankel for evidence that pol yurethane
bl ades were well known in the art (Answer, page 5). Since this limtation
does not appear in the clains under consideration, we need not discuss ki and
Frankel (see claim4 on appeal). Furthernore, appellants disclose that
“typical” cleaning blade nmaterials include pol yurethane (specification, page
10, 1. 18-21).
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menber in the formof a drum nor use of the inmagi ng nenber
with a cleaning blade (Brief, page 4). Appellants’ argunent
is not well taken since the exam ner finds that Pai discloses
that the charge transport |ayer is placed contiguously on a
charge generating |layer which in turn is on a support (Answer,
page 4). Pai specifically teaches that this support or
substrate may include druns (col. 3, IIl. 11-12). Furthernore,
in view of the teachings of Borsenberger that “[d]runms are

w dely used for |ow volune copiers and printers” (page 6) and
“Il1]ow vol unme copiers usually

use netal or polyneric blades [for photoreceptor cleaning]”

(page

16), it would have been well within the ordinary skill of one
inthe art to use cleaning blades with the drum i magi ng nenber
of Pai .

Appel  ants argue that none of the applied references
address the problem of “squeak” nor offer a solution to this
problem (Brief, pages 5-6). As noted by the exam ner (Answer,
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par agraph bridgi ng pages 7-8), the notivation in the prior art
to conbine the references does not have to be identical to
that of appellants to establish obviousness. See In re Kenps,
97 F.3d 1427, 1430, 40 USP2d 1309, 1311 (Fed. Cr. 1996),
citing Inre Dllon, 919 F.2d 688, 693, 16 USPQd 1897, 1901
(Fed. Cir. 1990)(in banc). Appellants further argue that
Dillon is not dispositive since here the prima facie case of
obvi ousness has been overcone by a show ng of unexpectedly
superior results (Brief, page 6). This argunent is not well

t aken since we do not consider the evidence of unobvi ousness
(i.e., the showi ng of allegedly unexpected results) until
after a case of prinma facie obviousness has been established.
See In re Cetiker, 977 F.2d 1443, 1445, 24 USPQRd 1443, 1444

(Fed. Gr. 1992). Accordingly,

Kenps and Dillon refer to the notivation to conbine references
to establish prima facie obviousness and are di spositive on
this point.

Appel l ants al so argue that the specific clained
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conbi nation of charge transport |ayer and cl eani ng bl ade woul d
not have been obvi ous given the nunmerous possi bl e conbinations
of charge transport |ayers and cl eani ng net hods avail abl e at
the tinme the invention was nmade (Brief, page 7; Reply Brief,
pages 1-2). This argunent is not persuasive in view of the

t eachi ngs of Borsenberger and Pai noted above, nanely that
drunms were suggested by Pai whil e Borsenberger teaches that

bl ades were usually used to clean drumtype copiers (see pages
6 and 16). Accordingly, the possible conbinations suggested
by the applied prior art were limted and not excessively
NUITer ous.

For the foregoing reasons and those set forth in the
Answer, we determ ne that the exam ner has presented a case of
prima facie obviousness agai nst the subject matter of claiml
in view of the reference evidence. Appellants submt that the
cl ai med i nvention shows unexpectedly superior results (Brief,

pages 7-11;



Appeal No. 1998-0847
Appl i cation No. 08/483, 762

Reply Brief, pages 2-5). Accordingly, we nust reeval uate the

evi dence of prima facie obviousness in |light of the evidence
of non-obvi ousness. See In re Cetiker, 977 F.2d at 1445, 24

USPQ2d at 1444.

Appel lants rely on the results shown in Tables 1-3 of the
specification as a show ng of unexpectedly superior results
(Brief, page 7). W do not agree that this showing is
sufficient to overconme the evidence of prima facie obviousness
for the followi ng reasons.* First, appellants admt that the
difference in results between the Conparative Exanple and
Exanples | and Il of the invention are significant only for
t enperat ures between 35 and 50EC. (Brief, page 7). However,
claim1 on appeal is not limted to any tenperature.

Therefore the results presented are not comrensurate in scope

with the subject nmatter sought to be patented. See In re

4Appel lants submt two Declarations under 37 CFR § 1.132 by Linburg in
conjunction with extensive argunents regarding the nmethodol ogy used in
produci ng the results sunmarized in Tables 1-3 of the specification (see the
Brief, pages 7-11; Reply Brief, pages 2-5). The exani ner presents
countervailing arguments regarding the testing procedure (Answer, pages 11-
12). In view of the deficiencies in the showing noted infra, we need not
di scuss the testing procedure except to note that use of one subject to
determ ne a noise level (i.e., “squeak”) would not be entirely subjective but
woul d nmerely be a factor in weighing the preponderance of the evidence in an
obvi ousness determ nation.
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Boesch, 617 F.2d 272, 276, 205 USPQ 215, 219

(CCPA 1980). Furthernore, the weight of the conpounds used in
the Exanples in the specification are not comrensurate in
scope with the unlimted weight ratios included wthin the
scope of claim1 on appeal (see the Answer, page 10).

Secondly, all variables except the one sought to be shown
superior are not fixed, thus the cause and effect is |ost.

See In re Dunn, 349 F.2d 433, 439, 146 USPQ 479, 483 (CCPA
1965). The amounts of each conponent in Exanples | and Il of
the invention differ fromthe anounts used in Conparative
Exanple 1 and thus the variance in squeak cannot be attributed
only to the difference in conpounds in the charge transport

| ayer (conpare Conparative Exanple | on pages 10-11 of the
specification with Exanples | and Il on page 12 of the
specification). Third, the conparison is not with the cl osest
prior art. See In re Burckel, 592 F.2d 1175, 1179, 201 USPQ
67, 70 (CCPA 1979). The primary reference to Pai includes

Exanpl es where only the diam ne conpound is in the transport
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| ayer (see Exanples |I-V) but also presents Exanpl es where the
di am ne conpound is stabilized by the addition of a nethane
conpound to produce beneficial results (see Exanples VI and

VII). Therefore the Conparative Exanple in appellants’

specification where only the diam ne conpound is present is
not representative of the closest prior art (Pai).

Based on the totality of the record, giving due
consideration to appellants’ argunments and evi dence, we
determ ne
that the preponderance of evidence wei ghs nost heavily in
favor of obviousness within the neaning of 35 U S.C. § 103.
Accordingly, the examner’s rejection of claim1, and clains
2-4, 6-10, 12 and 22 which stand or fall with claim1, under
35 U.S.C. 8 103 over Pai in view of Borsenberger and Cki or
Frankel is affirned.

The clains in Goup Il do not require a drum
configuration or a cleaning blade but specify that the weight
ratio of the methane conpound to the diam ne conpound “is at
least 0.12:1.” See claim 13 on appeal. Therefore appellants

11
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do not submt that unexpected results need to be shown since
it is argued that the exam ner has not presented a case of
prima facie obviousness (Brief, page 12; Reply Brief, pages 5-
6). Appellants argue that the maxi mumweight ratio limt

taught by Pai is 0.1:1 while the

clainmed lower weight ratio limt is 20%greater, i.e., there
is no “slight increase” (id.).

Appel l ants’ argunent is not persuasive. W agree with
the exam ner that Pai teaches generically that “[t] he
[ met hane] conpound may be enpl oyed in any anmount which wll
inhibit or greatly mnimze the deleterious effects of UV
light on the
charge transport diam ne conpound.” See Pai, col. 5, |I. 57-
60, enphasis added. Pai further teaches that it is generally
preferred that the maxi mum weight ratio be 0.1:1 (col. 5, II.

60-62). A reference nust be considered, under section 103,

12



Appeal No. 1998-0847
Appl i cation No. 08/483, 762

not only for what it expressly teaches but also for what it
fairly suggests. All disclosures of the prior art nust be
considered in determ ning obviousness. See In re Burckel, 592
F.2d at 1179, 201 USPQ at 70. Furthernore, as held by our
review ng court:

Nor can patentability be found in the difference in
carbon nonoxi de ranges recited in the clains. The

| aw is replete with cases in which the difference
bet ween the clained invention and the prior art is sone
range or other variable within the clains. [Citations

omtted]. These cases have consistently held
that in such a situation, the applicant nust show that
t he particular range is critical, generally by
show ng t hat the cl ai ned range achi eves unexpect ed
results relative to the prior art range. [Citations
omtted]. Inre Wbodruff, 919 F.2d 1575, 1578, 16
UsSPQ2d 1934, 1936 (Fed. Gir. 1990).

In view of the teachings of Pai, we determ ne that the

exam ner has presented a prima facie case of obvi ousness
regarding claim 13 on appeal, with clainms 14-16 standing or
falling with claim13. In this situation, appellants have not
proffered any showi ng of unexpected results for the weight
rati o ranges cl ai ned.

Therefore, based on the totality of the record, giving due

consideration to appellants’ argunents, we determ ne that the

13
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pr eponder ance of evi dence wei ghs nost heavily in favor of
obvi ousness within the neaning of 35 U S.C. § 103.
Accordingly, the examner’s rejection of clainms 13-16 under 35
U S.C 8 103 over Pai in view of Borsenberger and ki or
Frankel is affirned.

For the foregoing reasons and those set forth in the
Answer, the examner’s rejection of the clains on appeal under
35 U.S.C. 8 103 over Pai in view of Borsenberger and Cki or

Frankel is affirned.

No tinme period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

AFFI RVED
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BRADLEY R GARRI S
Adm ni strative Patent Judge

BOARD OF PATENT

THOVAS A. WALTZ APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

ROMULO H. DELMENDO
Adm ni strative Patent Judge
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t aw vsh
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ALEXANDRI A, VA 22320
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APPENDI X A
Clains 1 and 13

1. An el ectrophot ographi c i magi ng system conpri si ng:
(a) an imagi ng nmenber drum conprising a charge

generation |l ayer and a contiguous charge transport |ayer, said
charge transport |ayer bei ng honbgeneous and conpri sing:

(1) a diam ne conpound of formula (1):
N N (1)
:R; O-0-C

wherein Ris

X X
O -0

and wherein X is independently selected fromthe group
consi sting of alkyl having from1l to about 4 carbon atons and
chlorine in the ortho, neta or para position, and

17
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(2) a methane conpound of forrmula (11):

(rn)

wherein R, and R, are independently selected fromthe group
consisting of alkyl having 1 to 8 carbon atons, aryl, alkaryl
and aral kyl, where said aryl is a phenyl group or a condensed
ring group, and where the al kyl group of said al karyl and
aral kyl has 1 to 4 carbon atons;

R, and R, are independently selected fromthe group
consi sting of hydrogen and CH;; and

R, is selected fromthe group consisting of alkyl
having 1 to 8 carbon atonms, aryl, alkaryl, aral kyl, and
di substituted am nophenyl group having substituents
i ndependently selected fromthe group consisting of alkyl
having 1 to 8 carbon atons, aryl, al karyl and aral kyl, where
each said aryl is a phenyl group or a condensed ring group,
and each said al kyl group of each said al karyl and aral kyl has

18
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1 to 4 carbon atons; and

(b) a cleaning blade that cones into contact with the
charge transport |ayer.

13. An inmagi ng nenber conprising a charge generation
| ayer and a cont i guous
char ge transport | ayer,
sai d charge transport | ayer

bei ng @ @ honmogenous and
conpri si ng: NN
R/ \
R

(1) a di am ne conpound
of formula (I1):

X X
S -0
(1)

wherein Ris

and wherein X is independently selected fromthe group
consi sting of alkyl having from1 to about 4 carbon atons and

19
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chlorine in the ortho, neta or para position, and

s R,
AN N/
: R3
C—R,
R3

(2) a conmpound of formula

N
N

R

R

5

(rn):

~
=~

N

wherein R, and R, are independently selected fromthe group
consisting of alkyl having 1 to 8 carbon atons, aryl, alkaryl
and aral kyl, where said aryl is a phenyl group or a condensed
ring group, and where the al kyl group of said al karyl and
aral kyl has 1 to 4 carbon at ons;

20
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R, and R, are independently selected fromthe group
consi sting of hydrogen and CH;; and

R, is selected fromthe group consisting of alkyl
having 1 to 8 carbon atons, aryl, alkaryl, aral kyl, and
di substituted am nophenyl group having substituents
i ndependently selected fromthe group consisting of alkyl
having 1 to 8 carbon atons, aryl, al karyl and aral kyl, where
each said aryl is a phenyl group or a condensed ring group,
and each said al kyl group of each said al karyl and aral kyl has
1 to 4 carbon atons;

wherein a weight ratio of said conpound of fornula

(I'l) conpound to said diam ne conpound of forrmula (I) is at
| east 0.12: 1.
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